REMARKS 



These remarks are in response to the Office Action dated May 26, 2005. Claims 1 
- 28 are pending in this application. 

In the Office Action, the Examiner rejected claims 1, 16, and 21 under 35 U.S.C. 
§1 02(e) as being anticipated by U.S. Patent No. 6,488.376 to Streibig (the "Streibig 
patent"). The Examiner rejected claims 2, 3 - 8, and 25 under 35 U.S.C. §1 03(a) as being 
unpatentable over the Streibig patent in view of U.S. Patent No. 5,335,595 to Yamashita et 
al. (the "Yamashita patent"); rejected claims 9, 10, 14, 19 - 20, and 23 under 35 U.S.C. 
§1 03(a) as being unpatentable over the Streibig patent in view of U.S. Patent No. 
5,514,503 to Evans et al. (the "Evans patent"); rejected claims 11-13, 15, 17, and 18 
under 35 U.S.C. §1 03(a) as being unpatentable over the Streibig patent in view of the 
Evans patent further in view of the Yamashita patent; rejected claims 22 - 24 under 35 
U.S.C. §1 03(a) as being unpatentable over the Streibig patent in view of U.S. Patent No. 
5,544,582 to Bocko et al. (the "Bocko patent"); and rejected claims 26 - 28 under 35 
U.S.C. §1 03(a) as being unpatentable over the Streibig patent in view of the Evans patent 
and the Yamashita patent. Reconsideration of the application is respectfully requested in 
light of the amendments and the following remarks. 

REJECTIONS UNDER 35 U.S.C. §102(e): 

Claims 1, 16, and 21 were rejected under 35 U.S.C. 102(e) as being anticipated 
by the Streibig patent. Applicants have rewritten claim 1 and submit that this claim and 
its dependent claims 16 and 21 overcome the rejection. No new matter has been 
added as a result of this amendment. 

Amended claim 1 recites a method for fabricating a color filter used in a display 
device. The recited steps include providing a plurality of cliches in which grooves are 
formed, each groove having one of a color ink and opaque material. The color inks are 
transferred from the cliches onto a substrate to form a color filter. The opaque material 
is transferred from a first clich6 onto the color filter to form an opaque matrix pattern on 
top of the color filter. 
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The Streibig patent teaches a method of manufacturing a tinted contact lens. 
This method is a two part process, the first part of the process creates a plurality of 
depressions in one or more printing plates and the second part of the process is used to 
"transfer ink (or some other suitable fluent colorant) from the depressions to the lens 
substrate." (The Streibig patent, Col. 3, lines 42 - 47). The Streibig patent uses a 
conventional pad-printing pad to transfer the ink from the depressions to the lens 
substrate. (Col. 5, lines 34 - 43). Additional design portions may be serially printed on 
the lens substrate by transferring ink from the depressions to the lens substrate in 
substantially the same manner. (Col. 5, lines 45 - 49). 

In order for a reference to act as a §102 bar to patentability, the reference must 
teach each and every element of the claimed invention. Verdeaaal Bros, v. Union Oil 
Co. of Calif. . 814 F.2d 628, 631 (Fed. Cir. 1987). Without the required teaching of each 
and every element as set forth in the claim, it is improper for the Examiner to continue a 
rejection under §1 02(e). 

First, the Streibig patent teaches a method of manufacturing a contact lens. 
Claim 1 is directed to a method of fabricating a color filter for a display device, such as a 
LCD device. The claimed method and the teachings of the Streibig patent are directed 
to two very different technologies. 

Further, claim 1 has been amended to recite a limitation that the opaque material 
is transferred onto the color filter to fonn an opaque matrix pattern on top of the color 
filter. This limitation is not present in the method described in the Streibig patent. While 
the Streibig patent discloses that the inks may be opaque, and that the inks may be 
layered on top of one another, the Streibig patent is silent as to arranging layered 
opaque inks in a matrix pattern. Moreover, while Figs. 1 and 2a - 2d illustrate examples 
of possible iris patterns where the depressions may be arranged in rows and columns, it 
must be understood that these figures are each for a different layer of the iris pattern. 
Nothing in the Streibig patent indicates that when these depressions are layered that a 
resulting layer forms an opaque matrix pattern on top of a color filter. For at least this 
reason, Applicants believe that this amendment places claim 1 in condition for 
allowance and Applicants respectfully request reconsideration of this claim. 
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Claims 16 and 21 depend from claim 1 and therefore likewise include the 
amended limitation. For at least the above reason, Applicants believe that claims 16 
and 21 are in condition for allowance and Applicants respectfully request 
reconsideration of these claims. 

REJECTIONS UNDER 35 U.S.C. §103: 
I. Claims 2, 3 - 8, and 25 

Claims 2, 3 - 8, and 25 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over the Streibig patent in view of the Yamashlta patent. Claims 2, 3 - 8, 
and 25 all depend from claim 1 and therefore likewise include the amended limitation. 
As discussed above, the Streibig patent does not disclose transferring the opaque 
material onto a color filter to form an opaque matrix pattern on top of the color filter. 
The Yamashita patent similarly fails to disclose this amended limitation. 

The Yamashlta patent is directed towards an offset printing device. The 
Yamashita patent discloses an apparatus for transferring ink from a pit of a master plate 
to the outer surface of a roller transfer drum, and then from the roller transfer drum onto 
the surface of a work plate. The Yamashlta patent fails to disclose transferring an 
opaque material on top of colored inks. A word search of the Yamashlta patent failed to 
find the word "opaque" anywhere In the patent. Additionally, regarding the transfer of 
ink, the Yamashita patent does not discusses this process in anything more than a 
general high level manner: "...the ink is transferred from the out circumferential surface 
of the roller transfer drum onto the surface of the work plate" (Col. 6, lines 66 - 68), 
"...transfer the ink which has been transferred onto the outer circumferential surface of 
the roller transfer drum to the surface of the work plate..." (Col. 8. lines 1 - 3), or 
"[w]hen the linear stage is further moved in the ya-direction after the roller transfer drum 
reaches the second transfer start position, the ink on the roller transfer drum is 
transferred onto the surface of the work plate. Thus, the transferring is complete." (Col. 
9, line 67 - Col. 10. line 3). Finally, the figures of the Yamashita patent are of little help 
to disclose the amended limitation. Figures 8(a) - 8(c), 10(a) - 10(c). and 1 1(a) - 1 1 (c), 
explaining various embodiments of the Yamashita patent illustrate the transferred inks 
as all being placed on the surface of the work plate with spaces between each of the 
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transferred inks. There is no discussion tliat the inl<s may be layered on top of one 
another, or that an opaque material may be transferred onto a color filter to fomfi an 
opaque matrix pattern on top of the color filter. As such, the Yamashita patent teaches 
away from the amended limitation. 

Further, Applicants respectfully disagree with the Examiner's rationale for 
combining the Streibig patent with the Yamashita patent to form the basis for the 
present obviousness rejection. Applicants believe that Streibig is not analogous prior 
art. "In order to rely on a reference as a basis for rejection of an applicant's invention, 
the reference must either be in the field of applicant's endeavor or, if not, then be 
reasonably pertinent to the particular problem with which the invention was concerned." 
MPEP §2141 .01(a). quoting In re Oetiker . 977 F.2d 1443. Applicants note that the 
Streibig patent transfers ink to a substrate. Claim 1 recites the steps of transferring 
color ink onto a substrate to form a color filter for a display device. Applicants submit 
that the Streibig patent is in a different field of the endeavor. The Streibig patent 
teaches Ink transfer to different structures, and for different purposes. Nowhere In the 
Streibig patent Is there a suggestion that its teachings are applicable to other substrates 
or display devices. 

In the Streibig patent. Ink is transfer to a contact lens substrate, for the purpose 
of partially or completely masking a wearer's iris. (Col. 3, lines 15 - 28). Alternatively, 
the claims of the present application disclose transferring ink to a substrate that is 
capable of being used in a display device. This display device may include mobile 
phones, PDAs, notebook computers, or TVs. This substrate has connections to pixels 
powered by thin film transistors. This substrate is substantially different from the 
contact lens substrate of the Streibig patent. Additionally, unlike the purpose of the 
contact lens tinting of the Streibig patent, the claims of the present application apply to 
LCD color filters which may be used to display images as opposed to blocking out an 
underlying image (e.g. an iris). For at least this reason. Applicants submit that the 
Streibig patent is not analogous prior art. 

Moreover, the Streibig patent in not reasonably pertinent to the problem with 
which the Applicants are concerned. The Applicants have developed a simplified 
method of fabricating a color filter in a liquid crystal display device having a reduced 
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fabrication cost. It is unreasonable to expect that a person having ordinary skill in the 
art would have solved this problem by considering a reference dealing with the tinting of 
contact lenses. 

For at least these reasons, Applicants believe that claims 2,3-8, and 25 are in 
condition for allowance. Applicants respectfully request reconsideration of these claims. 
II. Claims 9, 10, 14, 19 - 20, and 23 

Claims 9, 10, 14, 19 - 20, and 23 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over the Streibig patent in view of the Evans patent. Claims 9, 10, 19 - 
20, and 23 all depend from claim 1 and therefore likewise include the amended 
limitation. Claim 14 depends from claim 11 which depends from claim 1. Claim 11 is 
currently amended to conform to the claim 1 amendment. As discussed above, the 
Streibig patent does not disclose transferring the opaque material onto a color filter to 
form an opaque matrix pattern on top of the color filter. The Evans patent similarly fails 
to disclose this amended limitation. 

The Evans patent is directed towards a method and apparatus for making color 
filters for liquid crystal display panels. According to the Evans patent, a raised pattern 
corresponding to a desired black matrix pattern is formed on the transfer layer through 
the use of a patterned intaglio roller. (Col. 5, lines 10-20; Col. 5, lines 36 - 45). The 
resulting matrix pattern is illustrated in FIG. IB. As shown in this figure, recesses 11 
are formed by the raised pattern 10. Moreover, according to the Evans patent, "after 
the raised pattern Q has been applied to [the] transfer layer, the red, green and blue 
color cells of the color filter pattern are applied to [the] transfer layer within the 
recesses formed by [the] raised pattern." {emphasis added) (Col. 8, lines 1 - 4). 

Claim 1 of the invention recites a limitation that the opaque material forms an 
opaque matrix on top of the color filter. To the contrary, in the Evans patent, the matrix 
pattern is not formed on top of the color filter, but instead surrounds the color cells of the 
color filter. The color cells are deposited within the recesses formed in the transfer layer 
such that the color cells and the matrix pattern formed in the transfer layer are in the 
same plane. Moreover, it is not possible for the recessed portion of the transfer layer to 
be opaque because if this was the case, no light would be able to shine through the 
color cells, therefore defeating the purpose of the color filter. As such, the Evans patent 
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does not disclose transferring tlie opaque material onto a color filter to form an opaque 
matrix pattern on top of the color filter. 

Additionally, Applicants submit that it is inappropriate to combine the Streibig and 
Evans patents to form the basis of the obviousness rejection as the Streibig patent is 
not analogous prior art. 

For at least these reasons, Applicants believe that claims 9, 10, 14, 19 - 20, and 
23 are in condition for allowance. Applicants respectfully request reconsideration of 
these claims. 

III. Claims 11 - 13, 15, 17, and 18 

Claims 11-13, 15. 17 and 18 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over the Streibig patent in view of the Evans patent as applied to claim 1 , 
and further in view of the Yamashita patent. As previously discussed, neither the 
Streibig, Evans, or Yamashita patent disclose transferring an opaque material onto the 
color filter to form an opaque matrix pattern on top of the color filter. Additionally, claim 
1 1 has been amended to recite a limitation of transferring the opaque material to a 
boundary area on top of the color inks forming the color filter. No new matter has been 
added as a result of this amendment. Evans discloses a color filter with opaque 
material in between the color Inks, but fails to disclose transferring the opaque material 
to a boundary area on top of the color inks forming the color filter. Claims 12-13, 17. 
and 18 depend from claim 11 and therefore likewise include the amended limitation. 
Claim 15 depends from claim 1 and therefore includes the amended limitation to claim 
1. 

Additionally, Applicants submit that it is inappropriate to combine the Streibig, 
Yamashita, and Evans patents to form the basis of the obviousness rejection as the 
Streibig patent is not analogous prior art. 

For at least these reasons, claims 11 - 13, 15, 17, and 18 are in condition for 
allowance. Applicants respectfully request reconsideration of these claims. 

IV. Claims 22 - 24 

Claims 22 - 24 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
the Streibig patent in view of the Bocko patent. Claims 22 - 24 all depend from claim 1 
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and therefore likewise include the amended limitation. Like the Strelbig patent, the 
Bocko patent fails to disclose the amended limitation to claim 1 . 

The Bocko patent is directed to various apparatuses and methods for making 
color filters for liquid crystal display panels. These various apparatuses and methods 
are directed to providing high quality color filter arrays comprising uniformly thick ink 
color cells. In regards to the spatial orientation of the inks and the black matrix pattern, 
the Bocko patent discloses that the black matrix pattern may surround the color dots, or 
may be under the color dots. However, the Bocko patent does not disclose that the 
black matrix pattern is formed on top of the color filter. Specifically, the Bocko patent 
states: "Three of the stations provide the basic red, green and blue color dots, and one 
station provides the black matrix which surrounds the dots, {emphasis added) (Col. 8, 
lines 14 - 17). In discussing an alternate embodiment, the Bocko reference indicates 
that the black matrix might be printed initially, with the red. green, and blue color dots 
within the black matrix, {emphasis added) {See Col. 19, lines 48 - 50). Finally, the 
Bocko reference discloses that a black matrix pattern may be formed on a substrate, 
with a multicolored ink pattern deposited over or within the black matrix pattern. (Col 
25. lines 1 - 8). These disclosures indicate that the black matrix pattern may surround 
or be below the color filter; however the reference fails to teach that the black matrix 
pattern may be on top of the color filter. 

Additionally, Applicants submit that it is inappropriate to combine the Streibig, 
and Bocko patents to form the basis of the obviousness rejection as the Streibig patent 
is not analogous prior art. 

For at least these reasons, claims 22 - 24 are in condition for allowance. 
Applicants respectfully request reconsideration of these claims. 
V. Claims 26 - 28 

Claims 26 - 28 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
the Streibig patent in view of the Evans and Yamashita patent. Claim 26 has been 
amended to include a limitation that the opaque material is transferred to a boundary 
area on top of the color filter. Claim 27 has been amended to include a limitation that 
the opaque material is transferred to a boundary area on top of the first, second, and 
third colors on the substrate. Claim 28 depends from claim 27. No new matter has 
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been added as a result of these amendments. As previously discussed, the Streibig, 
Evans, and Yamashita patents fail to disclose the amended limitations. 

Additionally, Applicants submit that it is inappropriate to combine the Streibig, 
Evans, and Yamashita patents to form the basis of the obviousness rejection as the 
Streibig patent is not analogous prior art. 

For at least these reasons, Applicants believe that claims 26 - 28 are in condition 
for allowance. Applicants respectfully request reconsideration of these claims. 



In view of the claim amendments and remarks above, Applicants respectfully 
submit that all of the ending claims are in condition for allowance. If for any reason, the 
Examiner believes that the amendments and remarks do not put the claims in condition 
for allowance, the undersigned attorney may be reached at (312) 321-4200 to resolve 
any remaining issues. 



SUMMARY 



Respectfully submitted, 




BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO, ILLINOIS 60610 
(312) 321-4200 
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